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Charles R Carey, pro se.
Bef ore Quinn, Hairston and Chapnan, Adm nistrative Trademark
Judges.
Opi nion by Quinn, Adm nistrative Trademark Judge:
An application was filed by Charles R Carey to
regi ster the mark RENNIE MAE for “l|ease application, credit
eval uati on, paynent processing and guarantee services.”?
Federal National Mortgage Associ ation, doing business
as Fannie Mae, a United States federally chartered

corporation under the Federal National Association Charter

Act, 12 USC 81716, opposed registration under Section 2(d)

! Application Serial No. 78093706, filed November 16, 2001, based
on an allegation of a bona fide intention to use the mark in
conmmer ce.
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of the Trademark Act on the ground that applicant’s mark, if
used in connection with applicant’s services, wuld so
resenbl e opposer’s previously used and regi stered fanous
FANNI E MAE marks for a wi de range of nortgage-rel ated
services and financial services, including services relating
to credit evaluation, as to be likely to cause confusion. ?

Applicant, in his answer, admtted opposer’s ownership
of its pleaded FANNIE MAE marks. Applicant otherw se denied
the salient allegations of |ikelihood of confusion in the
notice of opposition, relying principally on the purported
exi stence of third-party registrations of simlar marks for
simlar services to those invol ved herein.

Evidentiary Matters

Before turning to the nerits of the |ikelihood of
confusion claim we direct our attention to an evidentiary
matter. Applicant filed, during his testinony period, a
subm ssion captioned “Applicant’s Testinony.” The
subm ssion consists of a wide variety of materials,
apparently submtted to act as applicant’s evidence for its
case in chief. In response, opposer filed a notion to

strike “Applicant’s Testinony.” The Board, in an order

2 Opposer al so alleged that registration of applicant’s mark
woul d dilute the distinctive quality of opposer’s marks. Inits
brief (pp. 5-6), in setting forth the issue in this proceeding,
opposer states that the issue is |ikelihood of confusion. No
mention is made of dilution. Accordingly, the dilution claimis
deened wai ved, and we have considered only the issue of

i kelihood of confusion in this decision.
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dated April 16, 2004, deferred consideration of opposer’s
notion until final hearing. Opposer reiterated, inits
brief, its objections to applicant’s “testinony.”

Opposer essentially contends that the testinony is
hearsay, and al so that the evidence was not filed in
accordance wth the Trademark Rul es of Practice.

Applicant, in response, states that he “is a small
busi ness entity without the resources of a major corporation
such as Opposer or the technical and procedural expertise of
Opposer’ s respected counsel” and that he “regrets any
i nstances where his subm ssions are not in strict conpliance

with the published procedural rules.”?

Applicant further
asserts that he “has nmade his best efforts to fairly,

obj ectively and honestly present information to the Board
and to be responsive to Opposer.” Lastly, applicant “sinply
requests that the Board, in its best judgnent, balance the

need for procedural precision with the need for an equitable

deci si on based on the true facts and nerits of the case and

3 When applicant filed an inproper answer which did not conply
with Fed. R Civ. P. 8(b), the Board noted that while any person
may represent itself in a Board proceeding, it is advisable for a
person unfamiliar with the rul es governing Board proceedings to
secure the services of an attorney famliar with such matters.

In the order dated January 21, 2003, the Board informed applicant
that if he chose not to retain counsel, then applicant would have
to faniliarize hinself with the pertinent rules, and that strict
conpliance with the Trademark Rules and all other applicable
rules is expected of all parties, even those representing

t hemsel ves. G ven the Board' s earlier remarks, it is difficult
to synpathize with applicant’s plight in failing to properly make
certain evidence of record in this proceeding (see discussion
infra).
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requests the Board to take such action as it deens fair and
appropriate under the circunstances.”

In a reply brief, opposer clains that “applicant has
chosen to flout the rules for subm ssion of his evidence,
relying instead on an appeal to synpathy.”

Trademark Rule 2.123(1) provides that evidence not
obtained and filed in conpliance with the rules of practice
wi Il not be considered. See also TBMP 8706 (2d ed. rev.
2004). Applicant’s subm ssion is not “testinony” as that
termis contenplated in a | egal sense under the Trademark
Rul es of Practice. Thus, to the extent that the subm ssion
is intended as “testinony,” it is inproperly introduced.
See Trademark Rule 2.123 and TBMP 8703 (2d ed. rev. 2004).

| nasnmuch as the subm ssion was nmade during applicant’s
testinony period, however, the subm ssion may be
characterized as other evidence sought to be introduced as
with a notice of reliance. Although it would have been
preferable for applicant to caption its subm ssion as a
“notice of reliance,” the fact that applicant failed to do
so should not be fatal to making the evidence contai ned
therein of record. TBMP 8704.02 (2d ed. rev. 2004). This
assunes, of course, that the docunents conprising the
subm ssion qualify as proper subject matter for introduction

by way of notice of reliance. Thus, we nust determ ne
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whet her any of the materials are capable of introduction
into evidence by way of a notice of reliance.

The various printouts of TESS and TARR records
retrieved fromthe el ectronic database of the USPTO qualify
as official records and this evidence wll be considered.
More specifically, itemNos. 1(a), 5(a)-(h), 7, 8, 9(a) and
10(a) are deened to be of record. Although applicant could
have been nore articulate in indicating the relevancy of the
third-party registration evidence, the essence of
applicant’s brief remark is that the registrations show that
the scope of protection of opposer’s mark does not extend to
applicant’s mark. The other itens included in the
subm ssion, nanely an email and attached slides (No. 1(b)),
applicant’s business plan and related materials (Nos. 2(a)-
(c) and 4(a)),* the domain nane registration (No. 3(a)), and
information relating to the extent of use of various third-
party marks (Nos. 6(a)-(d)) nmay not be introduced by a
notice of reliance. Accordingly, this evidence has not been
consi der ed.

“Applicant’s Testinony” also includes portions of M.
Carey’ s discovery deposition. Trademark Rule 2.120(j)(3) (i)
states that if only part of a discovery deposition is

submtted and nade part of the record by a party (as is the

* There are portions of the business plan which were nade of
record by opposer by way of exhibits to the discovery deposition
of M. Carey.
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case here with opposer’s reliance on portions of M. Carey’s
di scovery deposition), an adverse party may introduce under
a notice of reliance any other part of the deposition which
should in fairness be considered so as to nmake not

m sl eadi ng what was offered by the submtting party. The
rul e goes on to provide that such notice of reliance nust be
supported by a witten statenent explaining why the adverse
party needs to rely upon each additional part listed in the
adverse party’'s notice, failing which the Board, inits

di scretion, may refuse to consider the additional parts. 1In
the present case, applicant has failed to explain the
reasons why it needs to rely on the other portions of his
deposition. Thus, we decline to consider item No. 11(a) of
t he subm ssi on.

Lastly, we would point out that item Nos. 11(b) and
12(a)-(c) are superfluous inasnuch as opposer made this
material of record during its case in chief.

Accordingly, the record consists of the pleadings; the
file of the involved application; testinony, with rel ated
exhi bits, taken by opposer; certified copies of opposer’s
regi strations, portions of a discovery deposition, with
related exhibits, taken of applicant by opposer, and
applicant’s responses to certain of opposer’s
interrogatories, all introduced by way of opposer’s notice

of reliance. As indicated above, also of record are vari ous
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printouts of third-party registrations retrieved fromthe
USPTO s automated records.®> The parties filed briefs on the
case. An oral hearing was not requested.

The Parties

According to Alfred King, opposer’s director of public
affairs, opposer was created in 1938. (Qpposer’s ful
busi ness nanme was often abbreviated to the initialismFNVA
and opposer soon becane known as “Fannie Mae.” Since as
early as 1956, opposer has been rendering nortgage-rel ated
and financial services under the mark FANNI E MAE. (pposer
has been identified as the | argest source of nortgage
financing in the United States, and it is also the |argest
private-sector provider of nulti-famly financing for
af fordabl e and market-rate rental housing in the country,
with a portfolio totaling nearly $96 billion. M. King
testified that opposer’s revenues in 2002 were $4.6 billion,
and t hat opposer controls over $1 trillion in assets.
Opposer advertises its services on television and radi o, and
in printed publications. |In addition, opposer has been the
reci pient of w despread nedia coverage on a daily basis for
many years.

Appl i cant has many years of experience in the financial

services field, including holding key positions with | arge

> W hasten to add that even if we were to consider the excluded
document s conprising applicant’s subm ssion, we would reach the
same result on the nmerits in this proceeding.
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financial institutions (e.g., CtiCorp) in the area of
nort gage-rel ated business activities. By virtue of his
experi ence, opposer and applicant are not strangers. M.
Carey was an officer at GE Capital, reportedly the |argest
guarantor of first nortgages in the country. During his
tenure there, M. Carey worked “very extensively” with
opposer. Later, when planning to |aunch his current
busi ness, M. Carey contacted opposer in an attenpt to
initiate an investnent and business relationship with
opposer. Wen opposer declined to enter into a relationship
with applicant, applicant decided to adopt and apply to
regi ster the mark RENNIE MAE. Al though M. Carey has used
the mark in his attenpts to obtain funding and busi ness
partners, he has not rendered as yet any of the services
claimed in the application to custoners in the marketpl ace.
Priority

Opposer has made of record the follow ng registrations:

FANNI E MAE (typed form) for “buying and selling nortgages

for others”®:

FannieMMae

® Registration No. 946030, Cctober 24, 1972; twi ce renewed.
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n 7

for “buying and selling nortgages for others, and for

“provi ding informati on managenent and data processing
services in the nortgage |oan field” and “providi ng nortgage

| oan services”?;

® Fannie Mae

® Fannie Mae

The Key To Easier Sales.

The Key
toYour
Home

all three for “admnistering a real estate brokerage program

dealing with forecl osed properties”?;

! Regi strati on No. 1339488, issued June 4, 1985; conbined
Sections 8 and 15 affidavit accepted and acknow edged.

8 Regi strati on No. 1485429, issued April 19, 1988; conbined
Sections 8 and 15 affidavit accepted and acknow edged.

° Respectively, Registration No. 1557217, issued Septenber 19,
1989, conbined Sections 8 and 15 accepted and acknow edged,;
Regi strati on No. 1560132, issued Cctober 10, 1989, conbined
Sections 8 and 15 affidavit accepted and acknow edged; and
Regi strati on No. 1561328, issued Cctober 17, 1989, conbined
Sections 8 and 15 affidavit accepted and acknow edged.
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for “banking, nmortgage banking and credit union services”'

for “nortgage finance information training service”!!;

FANNI E MAE MARKETI NG ENCYCLOPEDI A for “providing an
interactive nortgage information conputer database
containing marketing and sales related information
concer ni ng applicant organi zation’s business activities”?
FANNI E MAE 5-50 for “nortgage | oan and financing services,
nanmely, the purchase of nulti-famly residential nortgages
for others, [and] the issuance of nortgage-backed

securities”!® and FANNIE MAE'S RI SK PROFI LER for “fi nanci al

anal ysis and consultation, nanely, analysis of the conduct

10 Regi stration No. 1925849, issued COctober 10, 1995; conbi ned
Sections 8 and 15 affidavit accepted and acknow edged. The words
“Federal Credit Union” are disclained.

1 Regi stration No. 2273524, issued August 31, 1999. The words
“Housi ng Finance Institute” are disclained.

12 Regi stration No. 2299222, issued Decenber 14, 1999. The words
“Mar keting Encycl opedi a” are di scl ai ned.

13 Regi stration No. 2600196, issued July 30, 2002. The

desi gnation “5-50" is disclained.

10
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of nortgage borrowers through a conputerized nodel of
conduct, and preparing reports based on the output of the
model . ”

In view of opposer’s ownership of valid and subsisting
registrations, there is no i ssue regardi ng opposer’s
priority. King Candy, Inc. v. Eunice King's Kitchen, Inc.,
496 F.2d 1400, 182 USPQ 108 (CCPA 1974). Thus, the only

issue to decide herein is |ikelihood of confusion.

Li kel i hood of Conf usion

Qur determ nation under Section 2(d) is based on an
analysis of all of the facts in evidence that are rel evant
to the factors bearing on the |ikelihood of confusion issue.
Inre E. |I. du Pont de Nenours & Co., 476 F.2d 1357, 177
USPQ 563 (CCPA 1973). In any |ikelihood of confusion
anal ysis, two key considerations are the simlarities or
dissimlarities between the marks and the simlarities or
dissimlarities between the goods and/or services.
Feder at ed Foods, Inc. v. Fort Howard Paper Co., 544 F.2d
1098, 192 USPQ 24 (CCPA 1976). These, and other du Pont
factors deened pertinent in the proceeding now before us,
are di scussed bel ow.

The Mar ks
Al t hough opposer’s FANNI E MAE mar ks and applicant’s

marks are specifically different, the marks share

1 Regi stration No. 2656829, issued Decenber 3, 2002.

11
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simlarities in sound and appearance that outweigh the

di fferences. *°

The only difference between opposer’s FANN E
MAE mark and applicant’s RENNIE MAE nark is the RE-
begi nning of applicant’s mark. The remai nder of the marks,
that is, --NNIE MAE, is identical. The marks are
constructed in a simlar manner, specifically, both marks
consist of a two-syllable word followed by the the one-
syllable MAE. In short, the marks sound ali ke and are
simlar in appearance.

W also find that applicant’s mark is simlar to each
of opposer’s |l ogo marks. Opposer’s marks are, in each
i nstance, dom nated by the inherently distinctive and fanous

term FANNI E MAE (see discussion, infra) which, as indicated

above, is simlar in sound and appearance to applicant’s

> I'n the notice of opposition, opposer referred to its “famly”
of FANNI E MAE narks. As contenplated in case law, a famly of
marks is a group of marks having a recogni zabl e common
characteristic, wherein the marks are conposed and used in such a
way that the public associates not only the individual marks, but
the comon characteristic of the fanmly, with the trademark
owner. Sinply using a series of simlar marks, or the nere fact
of registration of many marks with a comon “surnane,” does not
of itself establish the existence of a famly. J & J Snack Foods
Corp. v. MDonald s Corp., 932 F.2d 1460, 18 USP@d 1889( Fed.

Cr. 1991); Polaroid Corp. v. Richard Mg. Co., 341 F.2d 150, 144
USPQ 419 (CCPA 1965); and Anerican Standard, Inc. v. Scott &
Fetzer Co., 200 USPQ 457 (TTAB 1978). In the past the Board has
stated, in pertinent part, that a proponent of a famly of nmarks
must prove that all or many of the marks in the alleged famly
were used and pronoted together in such a way as to create public
perception of the famly “surnane” as an indication of source.
Chanpi on International Corp. v. Plexowod, Inc., 191 USPQ 160
(TTAB 1976). In the present case, we find that opposer’s

evi dence falls short of denobnstrating that it ows a fanmly of
marks. To this end, in analyzing |likelihood of confusion, we
have conpared applicant’s mark with each of opposer’s marks.

12
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mar k. Al t hough we have considered the marks in their
entireties, “there is nothing inproper in stating that, for
rati onal reasons, nore or |ess weight has been given to a
particular feature of a mark, provided [that] the ultimte
conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. G r. 1985). In opposer’s |logo narks, we
have given | ess weight to the descriptive and/or design
portions thereof. W do not find that these features
di stingui sh any of opposer’s logo nmarks from applicant’s
mark in a meani ngful way.

In sum the parties’ marks engender simlar overal
commercial inpressions. This factor weighs in opposer’s
favor.

The Servi ces

Wth respect to the services, it is well established
that the services of the parties need not be simlar or
conpetitive, or even that they nove in the sane channel s of
trade, to support a holding of |ikelihood of confusion. It
is sufficient that the respective services of the parties
are related in sonme manner, and/or that the conditions and
activities surrounding the marketing of the services are
such that they would or could be encountered by the sane
persons under circunstances that coul d, because of the

simlarity of the marks, give rise to the m staken beli ef

13
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that they originate fromthe sanme source. See Hilson
Research, Inc. v. Society for Human Resource Managenent, 27
USPQ2d 1423 (TTAB 1993); and In re International Tel ephone &
Tel ephone Corp., 197 USPQ 910, 911 (TTAB 1978). The issue

i s not whether purchasers woul d confuse the services, but

rat her whether there is a likelihood of confusion as to the
source of the services. 1In re Rexel Inc., 223 USPQ 830
(TTAB 1984).

Opposer is engaged in a wi de range of nortgage-rel ated
and financial services, including financing in the nulti-
famly residential business. According to the testinony of
Stuart Davis, opposer’s director of multi-fam |y production,
opposer operates in this arena on a nati onw de scal e,
providing financing for and investnents in apartnent
bui | di ngs, condom ni uns, cooperatives and seni or housi ng.
Opposer has both a debt business and an equity business in
the nulti-famly residential field. |In the debt business,
opposer acts as a secondary nortgage marketer, |ending noney
to residential borrowers, nulti-famly devel opers, investors
and other custoners for nmulti-famly housing. Opposer has
| ent noney to a wi de range of custoners, including other
| enders, as well as | andlords, apartnent building owers and
multi-fam |y housi ng devel opers. On the equity side,
opposer has acted as an equity partner and investor in

apartnment buildings and other nulti-famly rental housing.

14
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Qpposer is the largest private-sector provider of nulti-
famly financing for affordable and market-rate rental
housing in the country, and opposer’s portfolio in this area
totals nearly $96 billion.

Applicant’s intended services involve the creation of a
| ease nmanagenent and paynent guarantee business that is
targeted to multi-famly residential owners, managers and
| andl ords, and woul d guarant ee | ease paynents by tenants.

M. Carey testified that his business would review renters’
applications and credit histories, determ ne whether
applicant would guarantee the renters’ paynents and, if yes,
applicant would essentially nmanage the billing process,
guar ant eei ng paynent of the tenant’s rent to the owner.
These services would be marketed to apartnent buil di ng and
multi-famly residential owners, managers and | andl ords.

Anot her conponent of applicant’s intended services
whi ch woul d appear to be enconpassed within its recitation
of services is the creation of a secondary nmarket in | ease
paynents simlar to the secondary market in nortgage |ending
streans. Applicant, in the executive sunmary of his
busi ness plan, specifically referred to opposer by nane and
its success in the nortgage lending field, and stated that
applicant has simlar potential in creating a nore robust

secondary market for |ease paynent streans.

15
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Applicant’s contention that his services are not

related to those rendered by opposer

by applicant’s contacts with opposer

adoption of his mark. Applicant contacted opposer

hopes of

prior to applicant’s

in the

is seriously underm ned

initiating a business relationship between the two.

M. Carey viewed opposer as an attractive business partner

for a variety of reasons, including that opposer “clearly

has a nmj or

“has great expertise in secondary narkets.”

(Carey

presence in the nulti-fam |y housing market”

and

di scovery dep., pp. 22 and 24). M. Carey further testified

as follows (dep., p. 24):

My belief, or at |east ny hope, was that
[ opposer] seeing its mssion as
expandi ng hone ownership and al so seeing
inits mssion the desire to inprove its
know edge of credit in all areas of the
credit spectrum m ght have some interest
in participating in a business which was
in the renting; not the home ownership
busi ness, but a business that is
oftentimes a precursor to the actua
purchase of a hone. And | thought that
they m ght, you know, have interest in
doi ng that.

* * k%%
So the idea of participating in a
different market, that is, |eases,
seened to be sonething that was--to ne
anyhow -was rel atively close. But far
enough way [sic] that it was a
significant opportunity for themstil
using sonme of the sane skills and
expertise that they had. And | was
di sappoi nted when they said this was not
a market they had anything to do with
them But that’s fine. Life's a long
gane.

16
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At the tine, M. Carey viewed his proposed services as a

| ogi cal expansion of opposer’s business nodel, and he
envi si oned opposer’s role as including credit scoring since
opposer has credit expertise.

W find that the parties’ services are commercially
related. Applicant’s argunent that it wll deal in |eases
whi | e opposer concentrates in nortgages falls short;
opposer’s financial services related to nortgages for nulti-
housi ng and applicant’s financial services relating to
| easing for nulti-famly housing are simlar. Gven the
w de range of opposer’s services, and M. Carey’s own
testinmony on the viability of a relationship between the two
types of financial services, we find a simlarity between
t hem

Furt her, although applicant’s “application” services
are limted to “l ease application services,” its other
services of credit evaluation, paynent processing and
guarantee are not limted as to field of use. Thus, as set
forth in the application, these services are presuned to
include all types of such services, including those applying
to nortgage financing activities as well as to |l easing. See
Cunni ngham v. Laser Golf Corp., 222 F.3d 943, 55 USPQR2d 1842
(Fed. Cir. 2000); and Canadi an Inperial Bank of Comrerce v.

Wel|s Fargo Bank, N A, 811 F.2d 1490, 1 USPQ2d 1813 (Fed.

17
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Cir. 1987) [conparison of services based on the recitation
of services in the involved application and registration].

The simlarity between the parties’ services weighs in
opposer’s favor.

Trade Channel s

The record reveals that the parties’ services would
travel in the same channels of trade to the sane cl asses of
purchasers. It is significant to note that Messrs. Davis
and Carey identified the nanes of the sane custoners and
i nvestors/partners for the parties’ respective services in
the multi-famly housing field. (see sumary in opposer’s
Brief, p. 29, fn. 6). The sophistication of such entities
does not insure against the |ikelihood of confusion, given
the simlarities between the marks and the services.

The overlap in trade channels and custoners weigh in
opposer’s favor.

Fane

The fifth du Pont factor requires us to consider
evi dence of the fanme of opposer’s marks and, if established,
fanme plays a “domnant” role in determning |ikelihood of
confusion. Bose Corp. v. QSC Audio Products Inc., 293 F. 3d
1367, 63 USPQ2d 1303 (Fed. G r. 2002); Recot Inc. v. MC
Becton, 214 F.3d 1322, 54 USPQR2d 1894 (Fed. Cir. 2000); and
Kenner Parker Toys, Inc. v. Rose Art Industries, Inc., 963

F.2d 350, 22 USPQ2d 1453 (Fed. Gr. 1992). As the Federal

18
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Circuit stated in Bose Corp. v. QSC Audi o Products Inc.,
supra at 1305:

Fame of an opposer’s mark or marks, if
it exists, plays a “dom nant role in the
process of bal ancing the duPont
factors,” Recot, 214 F.3d at 1327, 54
USPQR2d at 1456, and “[f] anmpbus nmarks thus
enjoy a wide latitude of I egal
protection.” 1d. This is true as
famous marks are nore likely to be
remenbered and associated in the public
m nd than a weaker mark, and are thus
nore attractive as targets for woul d-be

copyists. 1d. Indeed, “[a] strong
mark...casts a | ong shadow whi ch
conpetitors nust avoid.” Kenner Parker

Toys, 963 F.2d at 353, 22 USPQd at
1456. A fanmous mark is one “with
extensive public recognition and
renown.” Id.

There is no question but that FANNIE MAE is a fanous
mark in the nortgage and financial services field. |ndeed,
applicant hinself acknowl edges that opposer’s FANNI E MAE
mark is “well known.” (Carey discovery dep., p. 66). This
comes as no surprise given that opposer is the |argest
source of nortgage financing in the country. Opposer has
been in business over 55 years. M. King testified that in
2002, opposer’s revenues were approxinmately $4.6 billion,
and that opposer’s assets exceed $1 trillion. 1In addition,
the record reveals that the FANNIE MAE mar ks have been
referred to tens of thousands of tines in various nationw de
printed publications and on television. QCpposer also
engages in its own advertising canmpaigns in printed

publications, and on television and radio, and its website

19
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(www. f anni enmae. com) is visited mllions of tinmes each nonth.

The exposure of opposer’s FANNIE MAE mark in the marketpl ace
has been enor nous.

Accordingly, we find that the | ong use, huge revenues
and the extensive publicity in the marketplace have caused
the mark FANNI E MAE to becone fanous in the nortgage and
financial services industry. This factor weighs heavily in
opposer’s favor in deciding the |ikelihood of confusion with
applicant’s mark.

Third-Party Regi strations

The sixth du Pont factor requires consideration of any
evi dence pertaining to “the nunber and nature of simlar
marks in use on simlar goods.” The record includes eight
third-party registrations of marks for goods and/or services
in the financial industry. The marks are as follows: ELLIE
MAE;, G NNIE MAE;, LORI MAE; CRIIM MAE, MAGA E MAE; NELLIE
MAE; SALLIE MAE; and WLLIE MAE.'® The gist of applicant’s
argunent is that these registrations have caused no harmto
opposer, and that |ikew se applicant’s mark will cause no
damage to opposer’s marks.

The third-party registrations are entitled to little

probative value in determning |ikelihood of confusion.

' Al though applicant, in his answer to the notice of opposition,
lists a few nore third-party registrations, these registrations

were never made of record. Accordingly, they have been given no
consi derati on.

20
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O de Tyne Foods Inc. v. Roundy’s Inc., 961 F.2d 200, 22
USPQ2d 1542 (Fed. Cir. 1992); and Carl Karcher Enterprises,
Inc. v. Stars Restaurants Corp., 35 USPQ2d 1125 (TTAB 1995).
The registrations are not evidence that the marks are in
use, much less that consuners are so famliar wth themthat
they are able to distinguish anong marks by focusing on
conponents ot her than the ones shared by the marks.'” AW
Inc. v. American Leisure Products, Inc., 474 F.2d 1403, 177
USPQ 268 (CCPA 1973).

In short, there is no basis in the record for finding
that the fame and comercial strength of opposer’s FANN E
MAE mar ks have been conprom sed by the purported presence in
the financial services field of simlar marks. W find that
this factor essentially is neutral in this case.

Act ual Conf usi on

Applicant, in his brief, asserts that there has been no
actual confusion between his mark and the marks of opposer.
As poi nted out by opposer, however, applicant has not yet
rendered any of the recited services to custoners and,

i ndeed, the application file does not include an anmendnent
to allege use. The fact that the mark appears in

applicant’s business plan which has been exposed to

" As indicated earlier in the discussion of the evidentiary

obj ections, applicant’s evidence relating to the extent of use of
some of the third-party registered marks has been excluded from
the record inasnuch as it was not properly introduced.
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potential investors is of no nonent inasnuch as there has
been no use directed to the ultimte custoners. |nasnuch as
applicant’s business apparently is not operational, there
has been no opportunity for confusion to occur anong
prospective purchasers. The applicable test under Section
2(d) is, in any event, likelihood of confusion. G ant Food,
Inc. v. Nation’s Foodservice, Inc., 710 F.2d 1565, 218 USPQ
390, 396 (Fed. Cir. 1983). Accordingly, this factor is
neutral .

| nt ent

Finally, opposer argues that applicant adopted his
RENNI E MAE mark in bad faith and with the intention of
tradi ng on opposer’s goodwi Il in its fanmus FANNI E MAE
mar ks. Evidence of bad faith adoption is pertinent to our
| i kel i hood of confusion analysis under the thirteenth du
Pont factor. After careful consideration of opposer’s
argunents and the evidence on this factor, however, we are
not persuaded that applicant adopted his mark in bad faith
or that applicant’s intent wei ghs against applicant in our
| i keli hood of analysis in this case.

First, applicant’s nere know edge of opposer’s marks
does not establish that applicant adopted his mark in bad
faith. In saying this, we recognize that M. Carey
approached opposer to pitch the idea of a business

rel ationshi p and, having been turned down, thereafter
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adopted his mark. Second, even though applicant’s evidence
of third-party registrations is entitled to only limted

probative value, it nonethel ess appears that M. Carey was

aware of these third-party — “MAE” marks, and was under the
inpression that his mark, |like the others in the financial
services field, was available for use and registration. In

this regard, applicant points to the fact that the exam ning
attorney searched the trademark register and did not find
that applicant’s nmark was confusingly simlar to any of
opposer’ s marks.

The chronol ogy and nature of applicant’s pre-adoption
activities certainly raise an eyebrow when consi dering
applicant’s choice of RENNIE MAE as his mark. Opposer
suggests that “when Applicant did not obtain the support and
affiliation that he had hoped to gain from [ opposer]
directly, he sinply decided to adopt a mark that would
create such an association or connection as a result of its
simlarity to [opposer’s] mark.” (Brief, p. 26). This is a
close call. Nevertheless, given the existence of the third-

party registrations, we decline to make the inference urged

8 W are entirely unpersuaded by applicant’s contention that the
mark RENNIE MAE is derived from RMAC, the acronym for applicant’s
proposed nane (Rental Managenent Assistance Corporation) of a
branch of his Lease Paynent CGuarantee Corporation. W agree with
opposer that the “RVMAC acronym for this conpany sinply does not
give rise to a mark like RENNIE MAE.” (Brief, p. 26). M. Carey
expl ained his choice of RENNIE MAE as follows: “It had a nice
ring toit. | don't know | mean, why did it end up being

FANNI E MAE? | don’t know. It just seemed to be a nice idea.”
(di scovery dep. pp. 59-60).
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by opposer, and cannot conclude on this record that
applicant adopted his mark in bad faith. O course, an
applicant’s adoption of a mark in good faith does not serve
as a defense to an opposer’s |ikelihood of confusion claim
We hasten to add that given the other du Pont factors in
opposer’s favor, opposer hardly needed to show bad faith
adopti on.

In any event, a newconer has both the opportunity and
the obligation to avoid confusion. Consequently, a party
whi ch knowi ngly adopts a mark simlar to one used by anot her
for the same or closely rel ated goods or services does so at
its own peril; all doubt on the issue of |ikelihood of
confusi on nust be resol ved agai nst the newconer. This is
especially the case where the established mark i s one which
is fanbus. Nna Rcci SAR L. v. ET.F. Enterprises Inc.,
889 F.2d 1070, 12 USPd 1901 (Fed. Cir. 1989); and
Ki nberly-C ark Corp. v. H Douglas Enterprises, Ltd., 774
F.2d 1144, 227 USPQ 541 (Fed. Cir. 1985).

Concl usi on

We have carefully considered all of the evidence
pertaining to the relevant du Pont factors, as well as al
of the parties’ argunents with respect thereto (including
any argunents not specifically discussed in this opinion),
and we concl ude that opposer has proven its Section 2(d)

ground of opposition. Gven the fane and conmerci a
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strength of opposer’s nmarks, the degree of simlarity in the
parties’ services, and the overlap in trade channels and
custonmers, we find that applicant’s mark RENNIE MAE i s
sufficiently simlar to each of opposer’s FANNIE MAE mar ks
that confusion is likely.

We concl ude that purchasers famliar with opposer’s
variety of nortgage-related and financial services rendered
under its fanmpbus FANNIE MAE marks would be likely to
bel i eve, upon encountering applicant’s RENNI E MAE mark for
| ease application, credit evaluation, paynent processing and
guarantee services, that the services originated with or
wer e sonmehow associated with or sponsored by the sane
entity.

Deci sion: The opposition is sustained and registration

to applicant is refused.
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